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Art Unit: 1796 

DETAILED ACTION 

Claims 1-6, 9-16 and 19 are pending. 

Information Disclosure Statement 

1 . The information disclosure statement filed 03 February 201 0 fails to comply with 
37 CFR 1 .98(a)(1 ), which requires the following: (1 ) a list of all patents, publications, 
applications, or other information submitted for consideration by the Office; (2) U.S. 
patents and U.S. patent application publications listed in a section separately from 
citations of other documents; (3) the application number of the application in which the 
information disclosure statement is being submitted on each page of the list; (4) a 
column that provides a blank space next to each document to be considered, for the 
examiner's initials; and (5) a heading that clearly indicates that the list is an information 
disclosure statement. The information disclosure statement has been placed in the 
application file, but the information referred to therein has not been considered. 

The Transmittal letter states: "In accordance with Rule 56, applicant is aware of 
the publications listed in the enclosed copy of Patent Office Form PTO/SB/08a." The 
examiner is unable to find the "Form PTO/SB/08a" referenced by applicants. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 6, 9-10 and 16 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claims 6 and 16 are indefinite because they lack proper antecedent basis for "the 
water-miscible solvent". Applicants' last amendment removed this from the independent 
claims. 

Claims 9 and 10 refer to "compound" in lines 9 and 8, respectively. It is unclear if 
this is intended to be a reference to said "polypropylene glycol/polyethylene glycol 
copolymer compound or its dimethyl ether compound" in the claims or some other 
compound. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 -2, 6, 1 0 and 1 9 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Narayanan et al, US 6,251 ,416. Narayanan et al (abstract, TABLE 1 , 
examples and TABLES 4 and 5) discloses clear, one phase, microemulsions and 
ultrafine emulsion having an average droplet size of less than 500 nm (see instant claim 
10). Said average droplet size of less than 500 nm would have been inherent to the 
clear, one phase, microemulsions and ultrafine emulsions. Narayanan et al (columns 
5-8, tables 4 and 5) disclose microemulsions formulated with 10 % by mass water 
insoluble and hydrophobic insecticides employing nonionic surfactants including a 
lipophilic nonionic surfactant, Pluronic® L31 (EO/PO block copolymer, HLB ~ 4.5), and 
a hydrophilic nonionic surfactant, Alkamuls® EL-620 (ethoxylated -30-castor oil, 
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HLB-12), among others. The clear, one phase, microemulsions and ultrafine emulsions 
further employ N-methylpyrrolidone, which a water miscible solvent. 

The Pluronic® L31 is both a polypropylene glycol/polyethylene glycol copolymer 
compound (D) and a lipophilic nonionic surfactant (B), i.e., HLB ~ 4.5. The emulsions 
were tested (column 5, lines 65-67) at high temperature. Applicants state that clear, 
one phase, microemulsions and ultrafine emulsions may be differentiated: ". . . by 
increasing the temperature once to a high temperature and then cooling to the original 
temperature. If the state returns to the original state, it is a 'one-phase microemulsion' 
(thermodynamically stable). If the state does not return to the original state, it is an 
'ultrafine emulsion' (thermodynamically unstable)." Narayanan et al (examples) 
exemplifies variations of degrees between clear, one-phase microemulsions, hazy 
emulsions, and two-phase emulsions. The Narayanan et al clearly anticipates both 
clear, one phase, microemulsions and ultrafine emulsions as claimed. Furthermore, the 
claimed CMC property of the hydrophilic nonionic surfactant would have been inherent 
to the Alkamuls® EL-620 (ethoxylated -30-castor oil, HLB-12) regarding the 
polypropylene glycol/polyethylene glycol copolymer compound (D), Pluronic® L31 
(EO/PO block copolymer, HLB ~ 4.5) employed in the Narayanan et al reference. 
6. Claims 1 -2, 6, 1 0 and 1 9 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Menarini Ricerche SPA, WO 03051375 A1 . Menarini Ricerche SPA 
(abstract and examples 1-6) discloses microemulsions and/or ultrafine emulsion 
employing nonionic surfactants including a lipophilic nonionic surfactant, poloxamer 101 



Application/Control Number: 10/585,262 Page 5 

Art Unit: 1796 

(EO/PO block copolymer, HLB ~ 4.5), and a hydrophilic nonionic surfactant, polysorbate 
85 (ethoxylated sorbitan ester, HLB-11). The isopropyl myristate is an oil. 

The poloxamer 101 is both a polypropylene glycol/polyethylene glycol copolymer 
compound (D) and a lipophilic nonionic surfactant (B), i.e., HLB ~ 4.5. the claimed CMC 
property of the hydrophilic nonionic surfactant would have been inherent to the 
polysorbate 85 (ethoxylated sorbitan ester, HLB-11) regarding the polypropylene 
glycol/polyethylene glycol copolymer compound (D), poloxamer 101 (EO/PO block 
copolymer, HLB ~ 4.5) employed in the Menarini Ricerche SPA reference. Water is a 
water miscible solvent. Water is clearly miscible in itself. The remaining properties of 
the claim would have been expected to have been inherent as the materials are 
otherwise anticipated. A compound and all of its properties are generally inseparable. 
In re Papsech, 315 F2d. 381 , 137 USPQ 43, (CCPA 1963). 

Claim Rejections - 35 USC § 103 
7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 1-6, 9-10 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Peffly et al, US 6,149,898, in view of Dow Corning Corp, EP 0 459 
500 A2 (hereafter Dow). Peffly et al discloses silicone-in-water microemulsions for hair 
care compositions. 

Peffly et al differs from claims in the incorporation of the polypropylene 
glycol/polyethylene glycol copolymer compound (D) in the exemplified compositions and 
the exemplified concentration of 10-40 % by mass oil. 

Peffly et al (column 8, lines 9-11) specifically mentions polypropylene 
glycol/polyethylene glycol copolymers available under the PLURONIC® trademark may 
be employed in the microemulsion compositions as conventional nonionic surfactants. 
Peffly et al (column 8, lines 21-33) disclose the use of mixed surfactant combinations 
including mixed nonionic surfactants and/or combinations of nonionic surfactants and 
anionic surfactants. Peffly et al (column 6, lines 31-41) discloses patentees 
compositions may employ up to about 10 wt% of the dispersed polysiloxane and 
(column 6, lines 42-60) have a particle size on the order of 80 nm, 60 nm, or 40 nm. 

Peffly et al (column 1 8, lines 5 et seq) discloses the addition of silicone 
polyethers , which would have been expected to have been a lipophilic surfactants 
having specific application to the polysiloxane emulsions. Peffly et al (column 6, lines 
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51-63) discloses the silicone polyethers may be present as emulsifiers in making the 
polysiloxane emulsions or may be added at a later time in the processing. 

Dow (page 1, lines 18-21) discloses making polysiloxane microemulsions and 
fine emulsions as the preferred form of the emulsions. Dow (page 4, lines 9-13) 
disclose emulsions having 10 to 70 wt % silicone component. Dow (page 5, lines 10- 
27) teaches a total HLB of between 10 and 20 for said microemulsions. Dow (page 5, 
lines 11-15) teaches mixtures of low HLB nonionic surfactants {i.e., HLB < 10) may be 
employed provided said surfactants are employed with a high HLB nonionic surfactants 
{i.e., HLB > 10). 

These references are combinable because the Peffly et al reference (column 7, 
lines 21 et seq) cites and incorporates by reference the Dow reference for methods of 
making the microemulsions. It would have been obvious to one of ordinary skilled in the 
art at the time of applicants' invention to employ the polypropylene glycol/polyethylene 
glycol copolymers available under the PLURONIC® trademark contemplated in the 
Peffly et al reference and known to ordinary skilled artisan for their advantageous 
nonionic surfactant. 

It would furthermore have been obvious to one of ordinary skilled in the art at the 
time of applicants' invention to employ 10 wt % of polysiloxane as clearly contemplated 
and taught in the Peffly et al reference. 

9. Claims 11-16 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Peffly et al, US 6,149,898, in view of Dow Corning Corp, EP 0 459 500 A2 (hereafter 
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Dow), as applied to claims 1-6, 9-10 and 19 above, and further in view of Takasago 
International Corporation, WO 2004/024114 A2. 

Peffly et al in view of Dow further differ from claims 11-16 in the PIT method of 
making the exemplified microemulsions. 

Takasago International Corporation (abstract and examples) disclose silicone-in 
water hair care compositions that are (paragraph bridging pages 9 and 10) preferably 
microemulsions having a particle size of less than 0.5 microns {i.e., 500 nm). Takasago 
International Corporation (page 5, line 2) disclose making emulsions by emulsion 
polymerization employing methods similar to those of Dow. Takasago International 
Corporation (example 1 , page 24, lines 10 et seq) disclose emulsions made by phase 
inversion. 

These references are combinable because they teach hair car compositions as 
silicone in water microemulsions for hair care compositions. It would have been 
obvious to one of ordinary skilled in the art at the time of applicants' invention to employ 
the phase inversion method of Takasago International Corporation as a conventional 
method in making silicone-in-water microemulsions for hair care compositions. 

Response to Arguments 

1 0. Applicant's arguments with respect to claims 1 -6, 9-1 6 and 1 9 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel S. Metzmaier whose telephone number is (571) 
272-1089. The examiner can normally be reached on 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David W. Wu can be reached on (571 ) 272-1 114. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Daniel S. Metzmaier/ 

Primary Examiner, Art Unit 1796 



DSM 



